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DETAILED ACTION 
Claim rejections - 35 USC § 1 02 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) The invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claim 1, 2, 20 and 39 - 42 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Hiroshi Kobayashi, Publication number: Japan 05-284253; (hereafter 
refer Hiroshi), 

Regarding claim 1, "(ORIGINAL) An electronic mail (e-mail) system that has: a 
first information terminal" (receiver side A, unit 2) "for transmitting and receiving sound 
information and text information; a second information terminal" (receiver side B, unit 2) 
"for transmitting and receiving sound information and text information in different ways; 
and a managing apparatus" (unit 1, in figure 1), "communicably interconnected between 
said first information terminal and said second information terminal" (receiver side B, 
unit 2), "for managing an e-mail message that includes at least text information to be 
transmitted and received between said first information terminal" (receiver side A, unit 2) 
"and said second information terminal" (receiver side B, unit 2), "said managing 
apparatus" (unit 1, in figure 1), comprising: reads on (figure 1, a switching network for 
document mail, and it connects the recording control unit 3 for documents for carrying 
out the recording storage of the transmitting documents temporarily to it while it 
connects two or more sets of the terminals 2 for document mail to this network 1 , and it 



Application/Control Number: 10/822,688 Page 3 

Art Unit: 2609 

constitutes the document e-mail system to it) Hiroshi Paragraph 001 1 and paragraph 
12. 

"a text" (document) "information notifying unit" (unit 3) "for notifying said second 
information terminal" (receiver side B, unit 2) "of the text information included in the e- 
mail message", reads on Hiroshi paragraph 0028. 

"a sound information" (voice message) "storing unit" (unit 6) "adapted to store sound 
information related to the e-mail message", reads on Hiroshi paragraph 0019; and 
"a managing unit" (devices 3 and 6) "for managing association between the e-mail 
message and the sound information related to the e-mail message", reads on Hiroshi 
paragraph 21 . 

Regarding claim 2, "(ORIGINAL) an e-mail system as set forth in claim 1 , 
wherein said managing further comprising: 

"a telephone number" (selects at least one electronic mail addressed to the user and 
reached to a mail server) "selecting unit" (selection section 17) "for selecting a 
telephone number for use in handling the sound information related to the e-mail 
message transmitted from said first information terminal (receiver side A, unit 2) to said 
second information terminal "(receiver side B, unit 2), paragraph 0025 and paragraph 
0026. 

Regarding claim 20, "(ORIGINAL) An e-mail system as set forth in claim 2, 
wherein, if the e-mail message, transmitted from said first information terminal" (A side, 
unit 2) "to said second information terminal" (B side, unit 2), "has information added 
thereto about the sound information, said managing apparatus further comprises": 
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"a sound information obtaining" (telephone unit 5) "for obtaining the sound information 
based on the information, added to the e-mail message, about the sound information, 
said sound information obtaining" (telephone unit 5) "then storing the thus obtained 
sound information, as the sound information related to the e-mail message, to said 
sound information storing" (unit 6) reads on Hiroshi obtaining voice through telephone 
unit 5 and storing it at the accumulation control device unit 6, paragraph 0021 . 
a sound information reproducing unit for reproducing the sound information stored in 
said sound information storing unit; and 

a sound replay unit for replaying the sound information, reproduced by said sound 
information reproducing unit , through said telephone number reads on Hiroshi, when 
the recipient lifts the telephone (5) handset, the voice message stored in the voice 
storage and control device (6) is read out and output to the telephone (5) via the 
telephone exchange network (4), paragraph 0029. 

Regarding claim 39, "(ORIGINAL) A method for transmitting electronic mail (e-mail) 
message that includes at least text information to be transmitted and received between 
a first information terminal" (receiver side A, unit 2) "and a second information terminal" 
(receiver side B, unit 2), "which first information terminal transmits and receives sound 
information and text information, and which second information terminal" (receiver side 
B, unit 2) "transmits and receives sound information and text information in different 
ways, said method comprising the steps of: 

"notifying said second information terminal" (receiver side B, unit 2) "of the text 
information included in the e-mail message," reads on Hiroshi paragraph 0028. 
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"storing sound information related to the e-mail message", reads on Hiroshi 
device 6 which is adapted to store voice related to the email paragraph 0019; and 

"managing association between the e-mail message and the sound information 
related to the e-mail message," reads on Hiroshi accumulation units 3 and 6, paragraph 
0021. 

Regarding claim 40, "(ORIGINAL) An information processing apparatus, 
communicably interconnected between a first information terminal" (receiver side A, unit 
2) "for transmitting and receiving sound information and text information and a second 
information terminal" (receiver side B, unit 2) "for transmitting and receiving sound 
information and text information in different ways, for managing an electronic mail" (e- 
mail) "message, including at least text information, transmitted and received between 
said first information terminal" (receiver side A, unit 2) "and said second information 
terminal" (receiver side B, unit 2), "said information processing apparatus comprising": 

"a text information notifying unit" (temporary storage unit 3) "for notifying said 
second information terminal" (receiver side B, unit 2) "of the text information included in 
the e-mail message" reads on Hiroshi paragraph 0028; 

"a sound information storing unit" (unit 6) "adapted to store sound information 
related to the e-mail message," reads on Hiroshi voice storage unit, paragraph 0021. 

"a managing unit" (devices 3 and 6) "for managing association between the e- 
mail message and the sound information related to the e-mail message" reads on 
Hiroshi accumulation units 3 and 6, paragraph 0021. 
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Regarding claim 41, "(ORIGINAL) An electronic mail" (e-mail) "managing 
program which instructs a computer to function as an information processing apparatus, 
communicably interconnected between a first information terminal" (A side, unit 2) "for 
transmitting and receiving sound information and text information and a second 
information terminal" (receiver side B, unit 2) "for transmitting and receiving sound 
information and text information in different ways, for managing an e-mail message, 
including at least text information, transmitted and received between said first 
information terminal" (receiver side A, unit 2) "and said second information terminal" (B 
side, unit 2), "said information processing apparatus comprising": 

"a text information notifying unit" (unit 3) "for notifying said second information 
terminal of the text information included in the e-mail message" reads on Hiroshi 
paragraph 0028. 

"a sound information storing unit" (unit 6) "adapted to store sound information 
related to the e-mail message" reads on Hiroshi paragraph 0028; and 

"a managing unit" (devices 3 and 6) "for managing association between the e- 
mail message and the sound information related to the e-mail message", read on 
Hiroshi accumulation units 3 and 6. 

Regarding claim 42, "(ORIGINAL) A computer-readable recording medium 
storing an electronic mail" (e- mail) "managing program thereon, which program 
instructs a computer to function as an information processing apparatus, communicably 
interconnected between a first information terminal" (receiver side A, unit 2) "for 
transmitting and receiving sound information and text information and a second 
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information terminal" (receiver side B, unit 2) "for transmitting and receiving sound 
information and text information in different ways, for managing an e-mail message, 
including at least text information, transmitted and received between said first 
information terminal" (receiver side A, unit 2) "and said second information terminal" 
(receiver side B, unit 2) , said information processing apparatus comprising": 

"a text information notifying' unit" (unit 3) "for notifying said second information 
terminal" (B side, unit 2) "of the text information included in the e-mail message" reads 
on Hiroshi paragraph 0028. 

"a sound information storing unit" (unit 6) "adapted to store sound information 
related to the e-mail message" reads on Hiroshi paragraph 0028; and 

"a managing unit for managing association between the e-mail message and the 
sound information related to the e-mail message," read on Hiroshi accumulation units 3 
and 6. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
in section 102 of this title, if the differences between the subject matter sought to be patented and the 
prior art are such that the subject matter as a whole would have been obvious at the time the invention 
was made to a person having ordinary skill in the art to which said subject matter pertains. Patentability 
shall not be negatived by the manner in which the invention was made. 

* 

Claims 4, 5, 7, 22 to 24, 26 and 29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over by Hiroshi in view of Kawakami Yoshio Japan, Publication Number 
10-335327, (hereafter refer Kawakami). 
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Regarding claim 4, "(CURRENTLY AMENDED) an e-mail system as set forth in 
claims 1 , Hiroshi teaches managing apparatus, said sound information storing unit 
stores such sound information input from said reply sound (regenerate) input unit" 

t 

(telephone 12) "as sound information related to the e-mail message" the electronic mail 
voice regenerative apparatus which can transmit a message in relation to the electronic 
mail pumped out of the audio terminal, paragraph 0011 and paragraph 0012. 

Hiroshi does not teach reply sound input unit and reply to sound information 
however, Kawakami teaches "wherein said second information terminal includes a reply 
sound input unit" (telephone 12) "for inputting sound information, as a reply to the e-mail 
message" (replay message voice), "through an audio communication line specified by 
the telephone number acquires the mail address of the electronic mail", it can find out 
about the electronic mail addressed to itself from which it synthesized voice, paragraph 
0003. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Hiroshi electronic mail system by adding sound information reply as 
taught by Kawakami for faster reply. 

Regarding claim 5, (ORIGINAL) an e-mail system as set forth in claim 4, Hiroshi 
does not teach "reply information is a reply e-mail message" however, Kawakami 
teaches "wherein said reply information is a reply e-mail message", (offering the 
electronic mail voice regenerative apparatus which can transmit a message in relation 
to the electronic mail pumped out of the audio terminal, paragraph 0004. 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Hiroshi's electronic mail system by adding a reply e-mail system in 
relation with the received message as taught by Kawakami to save time especially in a 
critical situation. 

Regarding claim 7, (ORIGINAL) An e-mail system as set forth in claim 5, Hiroshi 
does not teach "reply e-mail message has a pointer" however, Kawakami teaches reply 
e-mail message has a pointer for use in accessing a section of said sound information 
storing unit in which section said sound information is stored", (an electronic mail 
selection means to choose at least one pair in the electronic mail which addressed to 
said calling party and has a received a message, paragraph 0013. 

It would have been obvious to one of the ordinary skills of the art at the time of 
the invention to modify Hiroshi's electronic mail system by adding a pointer as taught by 
Kawakami to expedite the response to an email by choosing the desired address. 

Regarding claim 22, (CURRENTLY AMENDED) An e-mail system as set forth 
in claim 20, Hiroshi does not teach "apparatus prepares, based on the association 
managed by said managing" however, Kawakami teaches "managing apparatus 
prepares, based on the association managed by said managing unit reproduction 
information, as a reproduction information notification e-mail message, that an e-mail 
message which is addressed to said second information terminal, and to which 
information about sound information is added, has been received from said first 
information terminal" (a notification electronic mail message generating a part (20) 
generates an electronic mail message that includes in its content the telephone number 
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and response message identifying information, here the mail message is called a 
notification electronic mail message), paragraph 0007. 

It would have been obvious to one of the ordinary skills of the art at the time of 
the invention to modify Hiroshi's electronic mail system and especially the storage unit 
(19) by making it a multifunctional circuit as taught by Kawakami to minimize cost. 

Regarding claim 23, (ORIGINAL) an e-mail system as set forth in claim 22, 
Hiroshi does not teach "telephone number selected by said telephone number selecting 
unit" however, Kawakami teaches "reproduction information notification e-mail message 
includes said telephone number selected by said telephone number selecting unit" 
(selection section 17), (see solution and figure 1). 

It would have been obvious to one of the ordinary skills of the art at the time of 
the invention to modify Hiroshi electronic mail system and specially the storage unit (19) 
by making it a multifunctional circuit as taught by Kawakami to minimize cost. 

Regarding claim 24, (ORIGINAL) an e-mail system as set forth in claim 22, 
Hiroshi does not teach "telephone number selected by said telephone number selecting 
unit" however, Kawakami teaches "reproduction information notification e-mail message 
has a pointer for useMn accessing information indicating said telephone number 
selected by said telephone number selecting unit", (the reply message specific 
information in its message content), see solution figure 1 ). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Hiroshi's electronic mail system by adding a pointer as taught by 
Kawakami, whereby the user can reply to the email by choosing the desired address. 
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Regarding claim 26, (CURRENTLY AMENDED) an e-mail system as set forth in 
claim 21 , Hiroshi does not teach telephone number selected by said telephone number 
selecting unit however, Kawakami teaches wherein, of said managing apparatus said 
text information notifying unit prepares a notification e-mail message that contains the 
text information to be notified to said second information terminal; 

said telephone number selecting unit selects a sound reproduction phone 
number for use in reproducing sound on said second information terminal, and 

"said telephone number notifying unit adds information about the sound 
reproduction phone number" (for a device to transmit the phone number information 
showing the response message specific information contained in the electronic mail.), 
which is selected by said telephone number selecting unit, to the notification e-mail 
message, which is prepared by said text information notifying unit, paragraph 0010. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Hiroshi's electronic mail system by adding notification e-mail 
message, which is prepared by said text information notifying as taught by Kawakami, 
to eliminate the use of other circuits to do the same functionality, which lowers the cost. 

Regarding claim 29, (CURRENTLY AMENDED) an e-mail system as set forth in 
claim 26, Hiroshi does not teach "telephone number selected by said telephone number 
selecting unit" however, Kawakami teaches "information about the sound reproduction 
phone number is the sound reproduction phone number itself (for a device to transmit 
the telephone number information showing the response message specific information 
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contained in the electronic mail for advice to receive and the predetermined telephone 
number to said response message voice, sending - out is included, paragraph 0010). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Hiroshi's electronic mail system by adding telephone number 
selecting functionality on the telephone number selecting unity as taught by Kawakami, 
to eliminate the extra cost in order to acquire this functionality. 

Claims 6, 9 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over by Hiroshi in view of Kawakami and further over Okada et al. US Patent No. 
6463134, (hereafter refer Okada). 

Regarding claim 6, (ORIGINAL) An e-mail system as set forth in claim 5, Hiroshi 
and Kawakami do not teach reply e-mail message has the sound information attached 
however, Okada teaches reply e-mail message" (the reply mail reparation center 27 
receives the reply mail) "has the sound information attached thereto, which has been 
received from said second information terminal and then stored in said sound 
information storing unit", col. 12, lines 61 - 64 and col. 13, lines 1-8. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Hiroshi's and Kawakami's system by attaching sound information on 
the reply message to make it more flexible and attractive to the consumer in addition, it 
will be easily used by the impaired people. 

Regarding claim 9, (CURRENTLY AMENDED) an e-mail system as set forth in 
claims 4, Hiroshi and Kawakami do not teach reply sound input unit and reply to sound 
information however, Okada teaches managing apparatus, said text information 
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notifying unit (21 ) prepares a notification e-mail message that contains the text 
information to be notified to said second information terminal (40), (mobile telephone 
communication section 41 receives the incoming call from the portable telephone and 
store it temporarily), col. 14, lines 40 -50; and 

said telephone number selecting unit (18) selects a sound input phone number 
for use in inputting sound from said second information terminal (40); and 
said telephone number notifying unit (21) adds information about the sound input phone 
number, which is selected by said telephone number selecting unit (18), to the 
notification e-mail message, which is prepared by said text information notifying unit 
(21), col. 13, lines 1 -8. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Hiroshi's and Kawakami's electronic mail system by receiving an 
incoming call, storing it temporarily and send a text information as taught by Okada to 
make it cost effective since text messaging was very cheap. 

Regarding claim 12, (CURRENTLY AMENDED) an e-mail system as set forth in 
claim 9, Hiroshi and Kawakami do not teach information about the sound input phone 
number is said sound input phone number itself however, Okada teaches information 
about the sound input phone number is said sound input phone number itself (receives 
the file and the mail ID from voice mail server), col. 13, lines 1 - 8, figure 15. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Hiroshi's and Kawakami's system by integrating sound input phone 
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number into the phone and reduce the cost rather than building an external device to do 
that. 

Claims 35, 36 and 37 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hiroshi in view of Okada. 

Regarding claim 35, (CURRENTLY AMENDED) An e-mail system as set forth 
in claim 1 , Hiroshi does not teach "an identification information" however, Okada 
teaches "an identification information setting unit for providing, if there are a plurality of 
such e-mail messages or if there are a plurality of such sound information items related 
to the individual e-mail messages, the individual e-mail messages or the individual 
sound information items with identification information for identifying the e-mail 
messages or the sound information items, said managing unit managing association 
among the e-mail messages and the sound information items related to the e-mail 
messages and the identification information provided by said identification information 
setting unit , read on Okada electronic mail from the personal computer in the internet to 
the portable telephone for requesting the user of the portable telephone to make reply of 
yes/no in the first embodiment of the invention. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Hiroshi electronic mail system by adding identification information to 
track the relating messages as taught by Okada to make it reliable system. 

Regarding claim 36, (ORIGINAL) An e-mail system as set forth in claim 35, 
Hiroshi does not teach "an identification information inputting unit" however, Okada 
teaches "an identification information inputting unit for inputting such identification 
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information" (description) "so as to specify the e-mail message or the e-mail-related 
sound information corresponding to the input identification information", (the operation 
description section 36 inquires of the electronic mail display section 32 the input key 
information received from the key input section 34), col. 13 lines 21 - 37. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Hiroshi electronic mail system by adding sound guidance as taught 
by Okada to make it more appealing for the users. 

Regarding claim 37, (CURRENTLY AMENDED) An e-mail system as set forth 
in claim 1 , Hiroshi does not teach sound guidance however, Okada teaches further 
comprising a sound guidance unit (24) for providing a user of said second information 
terminal (40) with guidance by voice, (after the call is established the voice mail server 
communication section 37 transmits the voice response to the voice mail server 40), col. 
13, lines 32 -39. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Hiroshi electronic mail system by adding sound guidance as taught 
by Okada to make it easy for a blind person to use. 

Allowable Subject Matter 
Claim 3, 8, 1 0, 1 1 , 1 3 - 1 9, 21 , 25, 27, 28, 30 - 34 and 38 are objected to as being 
dependent upon a rejected base claim, but would be allowable if rewritten in 
independent form including all of the limitations of the base claim and any intervening 
claims. 

Conclusion 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hassen A. Mia whose telephone number is 571-272- 
9749. The examiner can normally be reached on M-F 7:30AM - 5:00PM EST alt. Friday 
off. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brian Pendleton can be reached on 571-272-7527. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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